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DETAILED ACTION 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

1 . Claims 57-58 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hamajima (US Patent 5,869,386). 

2. As for claim 57, Himajima discloses the invention as claimed, including a 
composite member having a structure in which a first member having a separation layer 
inside is brought into tight contact with a second member, comprising: 

A projecting portion at which an outer peripheral edge of said first member 
projects outside that of said second member [fig. 4, col. 1 , lines 49-53; col. 2, lines 19- 
21, and 56-63]. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
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Patentability shall not be negatived by the manner in which the invention was 
made. 



3. Claims 58-59 are rejected under 35 U.S.C. 103(a) as being obvious over Sato 
(US Patent 6,143,628) in view of Hamajima (US Patent 5,869,386). 

The applied reference Sato '628 has a common assignee and/or inventor with 
the instant application. Based upon the earlier effective U.S. filing date of the reference, 
it constitutes prior art only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 
103(a) might be overcome by: (1 ) a showing under 37 CFR 1 .132 that any invention 
disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to subject 
matter disclosed but not claimed in the reference, prior to the effective U.S. filing date of 
the reference under 37 CFR 1 .131 ; or (3) an oath or declaration under 37 CFR 1 .130 
stating that the application and reference are currently owned by the same party and 
that the inventor named in the application is the prior inventor under 35 U.S.C. 104, 
together with a terminal disclaimer in accordance with 37 CFR 1 .321 (c). For 
applications filed on or after November 29, 1999, this rejection might also be overcome 
by showing that the subject matter of the reference and the claimed invention were, at 
the time the invention was made, owned by the same person or subject to an obligation 
of assignment to the same person. See MPEP § 706.02(l)(1) and § 706.02(l)(2). 

4. As for claim 58, Sato discloses the invention as claimed, including a bonded 
substrate stack having a structure in which a first substrate having a separation layer 
inside and a transfer layer on said separation layer is brought into tight contact with a 
second substrate [abstract, col. 9, lines 45-67], 
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5. As for claim 59, Sato discloses the invention as claimed, including a bonded 
substrate stack having a porous layer inside and a transfer layer including a single- 
crystal Si layer on said porous layer to a second substrate [abstract, col. 9, lines 45-67], 

6. As for claims 58-59, Sato does not specifically disclose the bonded substrate 
comprising: 

A projecting portion at which an outer peripheral edge of said first substrate 
projects outside that of said second substrate []. 

Hamajima discloses a projecting portion at which an outer peripheral edge of said first 
substrate projects outside that of said second substrate [fig. 4, col. 5, lines 23-37, and 
52-56]. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Sato and Hamajima because having a projecting 
portion at which an outer peripheral edge of said first substrate projects outside that of 
said second substrate would have improved Sato's bonded substrate by allowing for 
high precision alignment, thereby allowing more chip products to be obtained [See 
Hamajima, col. 5, lines 23-56]. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stacy A. Whitmore whose telephone number is (571 ) 
272-1685. The examiner can normally be reached on Monday-Thursday, alternate 
Friday 6:30am -4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Niebling can be reached on (571) 272-1679. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Stacy A Whitmore 
Primary Examiner 
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